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DETAILED ACTION 

1 . This Office action is in response to amendments filed 1/21/2009. It should be 
noted that claims 1-8 have been cancelled and claims 9-16 have been added. 

Specification 

2. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

3. The abstract of the disclosure is objected to because it exceeds 1 50 words. 
Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 9-1 6 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 9 recites the limitation "the suction pipe" in line 
22. There is insufficient antecedent basis for this limitation in the claim. 
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6. In claim 9, lines 23-24, the phrase "directed into the compressor housing, which 
suction pipe extends into the interior of the compressor housing" is rendered indefinite. 
The Examiner believes there to be a grammatical or typographical error involving the 
term "which". Appropriate correction is required. 

7. In claim 10, lines 2-4, the phrase "wherein the suction pipe is guided shortly to a 
point shortly before the intake port in the outer tube" is rendered indefinite for the 
repeated use of "shortly". Furthermore, the term "shortly" in claim 10 is a relative term 
which renders the claim indefinite. The term "shortly" is not defined by the claim and the 
specification does not provide a standard for ascertaining the requisite degree. 



Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 9 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nelson 4,370,104. 

Nelson discloses a hermetically encapsulated refrigerant compressor, 
comprising: a hermetically sealed compressor housing 1 1 ; a piston-cylinder unit (see 
piston 47) disposed in an interior of the housing, said piston-cylinder unit compressing a 
refrigerant and comprising a suction valve with an intake port arranged in a valve plate 
42 of the suction valve; a suction muffler 65 through which the refrigerant flows to the 
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suction valve of the piston-cylinder unit, said suction muffler 65 being disposed on the 
cylinder head of the piston-cylinder unit and comprising: a filling volume (the volume 
above the end of projection 86 within 65; see Fig. 3); an inlet cross section (the cross 
section taken at a horizontal line that runs across the top of projection 86 within 65; see 
Fig. 3) through which refrigerant flows into the suction muffler 65; and a compensating 
volume (the volume between the tubular projection 86 and the wall of the muffler, the 
wall specifically consisting of the bottom of 71 and end cap 69) in connection with the 
suction muffler 65 and the interior of the compressor housing and in which the 
refrigerant oscillates, wherein the inlet cross section is simultaneously a connecting port 
between the compensating volume and the filling volume, and the compensating 
volume is formed by an outer tube (71 ) which tightly encloses the intake port or the inlet 
cross section and encloses the refrigerant suction pipe (96, 88, 86) at least along a 
section and is directed into the compressor housing, which suction pipe (96, 88, 86) 
extends into the interior of the compressor housing 1 1 , and wherein the compensating 
volume and filling volume are arranged so that refrigerant from the suction pipe flows 
into the compensating volume by passing through the filling volume (the refrigerant 
must flow out of the projection 86 before it can flow into the volume created by cap 69); 
wherein the suction pipe (96, 88, 86) is guided shortly to a point shortly before the 
intake port (see 75) in the outer tube 71 . 

In addition, while features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function, because apparatus claims cover what a device 
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is, not what a device does (Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 
1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990)). Thus, if a prior art structure is capable 
of performing the intended use as recited in the preamble, or elsewhere in a claim, then 
it meets the claim. 

Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 11-16 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Nelson 4,370,104. 

In reference to claim 1 1 , Nelson discloses the claimed invention except for the 
outer tube and the suction muffler being provided with an integral configuration. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to make the outer tube 71 and end cap 69 integral, creating the suction muffler, 
since it has been held that forming in one piece an article which has formerly been 
formed in two pieces and put together involves only routine skill in the art (In re Larson, 
340 F.2d 965, 968, 144 USPQ 347, 349 (CCPA 1965) see MPEP 21440.4 V. B - 
Making Integral). 

In reference to claims 12-16, Nelson discloses the general conditions of the 
claimed invention except for the specific disclosure of: 
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the compensating volume being 0.5 to 1 .2 times the working volume of the piston 
of the piston-cylinder unit, 

the compensating volume being at least half the working volume of the piston of 
the piston-cylinder unit, 

a smallest flow cross section in the compensating volume having a cross- 
sectional surface area which corresponds to 1/4 to 3/4 of a cross-sectional surface area 
of the intake port, 

a cross-sectional surface area of the compensating volume being at most 1 .5 
times the piston head surface area of the piston of the piston-cylinder unit, 

or the compensating volume having a circular cross section and a ratio of a 
length of the compensating volume to its diameter being higher than 1 0. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to construct the muffler to have a compensating volume with these 
various parameters, since the claimed values are merely optimum or workable ranges. 
It has been held that where the general conditions of a claim are disclosed in the prior 
art, discovering the optimum or workable ranges involves only routine skill in the art (In 
reAller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955) see MPEP 2144.05 II - 
Optimization of Ranges). 

Response to Arguments 

12. Applicant's arguments with respect to claims 9-1 6 have been considered but are 
moot in view of the new interpretation of the Nelson reference. Please see the above 
rejections for details. 
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Conclusion 

1 3. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PETER J. BERTHEAUD whose telephone number is 
(571)272-3476. The examiner can normally be reached on M-F 9am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Devon Kramer can be reached on (571) 272-71 18. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Devon C Kramer/ 

Supervisory Patent Examiner, Art 

Unit 3746 

PJB 

/Peter J Bertheaud/ 
Examiner, Art Unit 3746 



